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Art Unit: 2164 

DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. Claims 1-20 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The language of the claim raises a question as 
to whether the claim is directed merely to an environment or machine which would 
result in a practical application producing a concrete, useful, and tangible result to form 
the basis of statutory subject matter under 35 U.S.C 101 . 

2. Claims 1 and 12 recite, "... converting the enterprise information in the second 
intermediate form into a target form...", the claims appear to lack TANGIBLE results as 
it does not store the target form of data in a database or utilize the converted data to 
generate and display the converted/stored information. As such, the claims are not 
statutory because they merely recite a number of steps without producing any real world 
benefit or tangible result being limited to a practical application. 

3. Claims 4-1 1 and 13-20 recite the custom data type elements such as an address 
custom data type element, an auto deal custom data type element, a claim custom data 
type element etc... these data type elements are merely an arrangement of data which 
is nonfunctional descriptive material. As a result, 4-11 and 13-20 are not statutory. 

MPEP§ 2106.01 states: 

Computer-Related Nonstatutory Subject Matter 
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Descriptive material can be characterized as either 'functional descriptive material" 
or "nonfunctional descriptive material." In this context, "functional descriptive material" 
consists of data structures and computer programs which impart functionality when 
employed as a computer component. (The definition of "data structure" is "a physical or 
logical relationship among data elements, designed to support specific data 
manipulation functions." The New IEEE Standard Dictionary of Electrical and 
Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive material" includes but 
is not limited to music, literary works and a compilation or mere arrangement of data. 

Both types of "descriptive material" are nonstatutory when claimed as descriptive 
material per se. Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. When functional 
descriptive material is recorded on some computer-readable medium it becomes 
structurally and functionally interrelated to the medium and will be statutory in most 
cases since use of technology permits the function of the descriptive material to be 
realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. 
Cir. 1994) (claim to data structure stored on a computer readable medium that 
increases computer efficiency held statutory) and Warmerdam, 33 F.3d at 1360-61, 31 
USPQ2d at 1759 (claim to computer having a specific data structure stored in memory 
held statutory product-by-process claim) with Warmerdam, 33 F.3d at 1361, 31 
USPQ2d at 1760 (claim to a data structure per se held nonstatutory). 

To expedite a complete examination of the instant application the claims rejected 
under 35 U.S.C. 101 (nonstatutory) above are further rejected as set forth below in 
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anticipation of applicant amending these claims to place them within the four categories 
of invention. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

' (e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hellman et al. ("Hellman") (US 200301 63597A1 ). 

Regarding claims 1 and 12, Hellman teaches a method and computer-readable 
medium in a computing system for managing enterprise data, the method comprising: 

a) . extracting enterprise information in a first form that is associated with a 
first source computerized system (Us 0045, 0070, 0074); 

b) . converting the enterprise information in the first form into corresponding 
information that is in a second intermediate form flfs 0058, 0059, 0074, 0198); and 

c) . converting the enterprise information in the second intermediate form into 
a target form that corresponds to a target computerized system, wherein the second 
intermediate form includes a plurality of custom data type elements that are adapted for 
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capturing customer information and that can be referenced by other data structures in 
the second intermediate form fl|s 0048, 0071, 0074, 0198, 0202, 0390-0393), and 
wherein any modifications of the other data structures in the second intermediate form 
are independent of the custom data type elements (i.e., modifying the XML schema 
would not affect the data type elements - classes and attributes)fl|s 0195 and 0198) 

Regarding claim 2, Hellman further teaches the steps of: 

a) . extracting enterprise information in a third form that is associated with a 
second source computerized system that is distinct from the first source computerized 
system fl|s 0045 and 0074); 

b) . converting the enterprise information in the third form into enterprise 
information that is in the second intermediate form (fls 0198, 0200); and 

c) . converting the enterprise information in the second intermediate form into 
the target form (fls 0048, 0074). 

Regarding claim 3, Hellman further teaches wherein the customer information 
includes information that defines specific aspects of the customer's business fl[ 0390). 

Regarding claim 4, Hellman further teaches wherein the custom data type 
elements include one or more elements comprising: an address custom data type 
element; an auto deal custom data type element; an auto policy custom data type 
element; an auto sales history custom data type element; an auto service history 
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custom data type element; an auto service job custom data type element; an auto 
service repair order custom data type element; a balance statement custom data type 
element; a billing profile custom data type element; a bill of material component custom 
data type element; a bill of material custom data type element; a business unit custom 
data type element (1fs 0390 and 0393). 

Regarding claim 5, Hellman further teaches wherein the custom data type 
elements include one or more elements comprising: a claim custom data type element; 
a claim payment custom data type element; a class attribute custom data type element; 
a class attribute value custom data type element; a class custom data custom data type 
element; a contact-of custom data type element; a contract custom data type element; a 
cost list custom data type element; and a cost list line custom data type element fl|s 
0390 and 0393). 

Regarding claim 6, Hellman further teaches wherein the custom data type 
elements include one or more elements comprising: a credit bureau report custom data 
type element; a customer-of custom data type element; an employee-of custom data 
type element; an expense custom data type element; an expense line custom data type 
element; a financial account custom data type element; a financial applicant custom 
data type element; a financial application account custom data type element; a financial 
application collateral custom data type element; a financial application custom data type 
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element; a financial application funding source custom data type element; and a 
financial statement custom data type element fl|s 0390 and 0393). 

Regarding claim 7, Hellman further teaches wherein the custom data type 
elements include one or more elements comprising: a forecast custom data type 
element; a forecast line detail custom data type element; a product catalog custom data 
type element; a product catalog line item custom data type element; a product custom 
data type element; a product inventory location custom data type element; a product 
line custom data type element; a product price custom data type element; an installed 
product custom data type element; a price list custom data type element; and a price list 
line custom data type element fl|s 0390 and 0393). 

Regarding claim 8, Hellman further teaches wherein the custom data type 
elements include one or more elements comprising: a purchase order custom data type 
element; a purchase order line item custom data type element; a vehicle anti theft 
device custom data type element; a vehicle custom data type element; a vehicle option 
custom data type element; a person custom data type element; a policy custom data 
type element; a position custom data type element; a related-to custom data type 
element; a represented-by custom data type element; a security custom data type 
element; a service request custom data type element; and a set of books custom data 
type element (Appendix A, page 29, Us 0390 and 0412). 
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Regarding claim 9, Hellman further teaches wherein the custom data type 
elements include one or more elements comprising: an order custom data type element; 
an order line custom data type element; an order type custom data type element; an 
organization custom data type element; a party authentication custom data type 
element; a party custom data type element; a payment custom data type element; a 
payment line custom data type element; a payment method custom data type element; 
a payment term custom data type element; and a payment type custom data type 
element fl[s 0390 and 0393). 

Regarding claim 10, Hellman further teaches wherein the custom data type 
elements include one or more elements comprising: an opportunity custom data type 
element; an opportunity notes custom data type element; an opportunity revenue item 
custom data type element; an invoice custom data type element; an invoice line custom 
data type element; an invoice plan custom data type element; an invoice type custom 
data type element; a life policy custom data type element; and a list of relationship 
custom data type element fl[s 0390 and 0393). 

Regarding claim 1 1 , Hellman further teaches wherein the custom data type 
elements include one or more elements comprising: an inventory balance custom data 
type element; an inventory balance list of balance balance custom data type element; 
an inventory transaction custom data type element; an inventory location custom data 
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type element; a functional area custom data type element; a holding custom data type 
element; and a household custom data type element fl[s 0390 and 0393). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 13-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hellman et al. ("Hellman") (US 20030 163597A1). 
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Regarding claims 13-20, they may include limitations not covered in the prior art; 
however, these elements are data structures per se, the data and software structures 
are considered to be non functional data and are considered to be directed to data Per 
Se . Thus, the difference is limited to non-functional descriptive material stored on a 
machine which cannot render an invention non-obvious for an invention that would 
otherwise have been obvious (see MPEP 2106 IV B 1 (b) and 2126 VI). The fact that 
the data can be recalled does not make it functional. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Alam et al. (U.S. Patent 6,336,124 B1 ) teaches conversion data representing a 

document to other formats for manipulation and display. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leslie Wong whose telephone number is (571 ) 272- 
4120. The examiner can normally be reached on Monday to Friday 9:30am - 6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, CHARLES RONES can be reached on (571) 272-4085. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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